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DETAILED ACTION 
Response to Amendment 

1 . This Office action is responsive to the amendment and terminal disclaimer filed February . 

2, 2007 and the translations of the foreign priority documents filed March 6, 2007. Claims 10-26 
remain withdrawn as non-elected. Claims 1-9 are currently under consideration. 

2. The species that remains under consideration is Formula A where R e and R 1 are cyano 
groups. 

3. The rejection of claims 1, 2, and 5-9 under 35 U.S.C. 102(a) as being anticipated by 
Ishibashi et al. (WO 2004/003104 Al) is withdrawn due to the translations of the foreign priority 
documents that were submitted on March 6, 2007. 

4. The rejection of claims 1, 2, and 5-9 under 35 U.S.C. 102(e) as being anticipated by 
Ishibashi et al. (US 2005/0064232 Al) is withdrawn due to the translations of the foreign priority 
documents that were submitted on March 6, 2007. 

5. The double patenting rejection over co-pending Application No. 10/487,584 is withdrawn 
due to the terminal disclaimer filed on February 2, 2007. 

Claim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
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subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

7. Claims 1, 2, and 6-9 are rejected under 35 U.S.C. 102(a) as being anticipated by Tamura 
et al. (JP 2002-246175). Tamura et al. discloses electroluminescent elements comprising the 
following compound: 




OCHa 

(see abstract and par. 66). The above compound reads upon instant Formula A wherein R a and 
R b are a substituted and an unsubstituted aryl group respectively, R e and R 1 are cyano groups (as 
required by the present species election), R c , R d , R h , and R g are hydrogen atoms, R f represents a 
substituted unsaturated alkyl group. It is further noted that an "unsaturated alkyl group" as 
claimed is being interpreted to include an alkenyl group. 

8. Claims 1-9 are rejected under 35 U.S.C. 102(e) as being anticipated by Ishibashi et al. 
(US 2002/0106530 Al). 

The applied reference has common inventors with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. ' 
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Ishibashi et al. discloses electroluminescent elements comprising the following 
compound : 

Y 1 -CE=Cff-X s — CH=CH— Y» Oeneiel fozmuto [I] 

(see par. 18-19) wherein XI may be a cyano-substituted naphthyl group and Y2 is a phenyl 
amino group (see par. 20). The above compound reads upon instant Formula A R e and R ! are 
cyano groups (as required by the present species election), R c , R d , R h , and R 8 are hydrogen 
atoms, and R f represents a substituted unsaturated alkyl group. It is further noted that an 
"unsaturated alkyl group" as claimed is being interpreted to include an alkenyl group. Ishibashi 
et al: discloses with regard to claims 3-5 that the aminostyryl compounds are part of the hole 
transfer layer (hole-transporting), electron transfer layer (electron-transporting) or both of the 
hole transfer and electron transfer layers (one of these includes the luminescent function) (see 
abstract). 

9. Claims 1-9 are rejected under 35 U.S.C. 102(e) as being anticipated by Ishibashi et al. 
(US 2003/0099863 Al). 

The applied reference has common inventors with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

Ishibashi et al. discloses electroluminescent elements comprising the following 
compound : 
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General formula (1): 




O- 



c=c — : 




(see abstract and specific compound at par. 114) wherein X may be a cyano-substituted naphthyl 
group (see par. 40). The above compound reads upon instant Formula A wherein R e and R 1 are 
cyano groups (as required by the present species election), R c , R d , R h , and R g are hydrogen 
atoms, and R f represents a substituted unsaturated alkyl group. It is further noted that an 
"unsaturated alkyl group" as claimed is being interpreted to include an alkenyl group. Ishibashi 
et al. discloses the layers required by instant claims 3-5 (see '863 claims 9-11). 
10. Claims 1, 2, and 6-9 are rejected under 35 U.S.C. 102(e) as being anticipated by Ichimura 
etal. (US 6,492,557 Bl). 

The applied reference has common inventors with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

Ichimura et al. discloses electroluminescent elements comprising the following 
compound : 
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Geoenl &nnB]» [I] 




(see col. 3 and general formula 6, col. 5) wherein the naphthyl group may be cyano-substituted. 
The above compound reads upon instant Formula A wherein R e and R 1 are cyano groups (as 
required by the present species election), R c , R d , R h , and R s are hydrogen atoms, and R f 
represents a substituted unsaturated alkyl group. It is further noted that an "unsaturated alkyl 
group" as claimed is being interpreted to include an alkenyl group. 

1 1 . . Claims 1-9 are rejected under 35 U.S.C. 102(e) as being anticipated by Ishibashi et al. 
(US 6,555,254 Bl). 

The applied reference has common inventors with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and as thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

Ishibashi et al. discloses electroluminescent elements comprising the following 
compound : 
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General formula (1): 



, , H H HI 




(see abstract) wherein X may be a cyano-substituted naphthyl group (see general formula 4, coL 
4). The above compound reads upon instant Formula A wherein R e and R 1 are cyano groups (as 
required by the present species election), R c , R d , R h , and R g are hydrogen atoms, and R f 
represents a substituted unsaturated alkyl group. It is further noted that an "unsaturated alkyl 
group" as claimed is being interpreted to include an alkenyl group. Ishibashi et al. discloses the 
layers required by instant claims 3-5 (see '254 claims 2-4). 

12. Claims 1-9 are rejected under 35 U.S.C. 102(e) as being anticipated by Ishibashi et al. 
(US 6,800,382 Bl). 

The applied reference has common inventors with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

Ishibashi et al. discloses electroluminescent elements comprising the following 
compound : 
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General formula (1): 




(see abstract) wherein X may be a cyano-substituted naphthyl group (see general formula 4, col. 
23). The above compound reads upon instant Formula A wherein R e and R 1 are cyano groups (as 
required by the present species election), R c , R d , R h , and R g are hydrogen atoms, and R f 
represents a substituted unsaturated alkyl group. It is further noted that an "unsaturated alkyl 
group" as claimed is being interpreted to include an alkenyl group. Ishibashi et al. discloses the 
layers required by instant claims 3-5 (see '382 claims 9-1 1). 

13. Claims 1-9 are rejected under 35 U.S.C. 102(b) as being anticipated by Tadashi et al. (US 
6,265,088 Bl). Tadashi et al. discloses electroluminescent elements comprising the following 
compound : 



R 5 R fi 




(see abstract) wherein the naphthyl group may be a cyano-substituted (see par. abstract). The 
above compound reads upon instant Formula A wherein R e and R 1 are cyano groups (as required 
by the present species election), R°, R d , R h , and R g are hydrogen atoms, and R f represents a 
substituted unsaturated alkyl group. It is further noted that an "unsaturated alkyl group" as 
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claimed is being interpreted to include an alkenyl group. Tadashi et al. discloses the layers 
required by instant claims 3-5 (see '088 claims 6-8). 

Double Patenting 

14. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re LongU 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

15. Claims 1-9 are rejected on the ground of nonstatutory obviousness-type double patenting 
as being unpatentable over claims 1, 2, and 8-1 1 of U.S. Patent No. 6,800,382 B2. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because the 
general formula I compounds set forth by '382 encompass compounds of the instant claims. The 
general formula I compound or '382 reads upon instant Formula A wherein R e and R ! are cyano 
groups, R d , R h , and R e are hydrogen atoms, and R f represents a substituted unsaturated alkyl 
group. It is further noted that an "unsaturated alkyl group" as claimed is being interpreted to 
include an alkenyl group. Ishibashi et al. discloses the layers required by instant claims 3-5 (see 



'382 claims 9-11). 
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16. Claims 6-9 are rejected on the ground of nonstatutory obviousness-type double patenting 
as being unpatentable over claim 1 of U.S. Patent No. 6,492,557 Bl. Although the conflicting 
claims are not identical, they are not patentably distinct from each other because the compounds 
set forth by '557 encompass compounds of the instant claims. Ichimura et al. discloses 
electroluminescent elements comprising the following compound : 




wherein the naphthyl group may be cyano-substituted. The above compound reads upon instant 
Formula A wherein R e and R 1 are cyano groups, R c ,R d ,R h ,andR g are hydrogen atoms, and R f 
represents a substituted unsaturated alkyl group. It is further noted that an "unsaturated alkyl 
group" as claimed is being interpreted to include an alkenyl group. 

17. Claims 1-9 are rejected on the ground of nonstatutory obviousness-type double patenting 
as being unpatentable over claims 1-8 of U.S. Patent No. 6,265,088 Bl. Although the conflicting 
claims are not identical, they are not patentably distinct from each other because the compounds 
set forth by '088 encompass compounds of the instant claims. '088 discloses electroluminescent 
elements comprising the following general formula I compounds: 
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R 5 R fi 




wherein the naphthyl group may be a cyano-substituted. The above compound reads upon 
instant Formula A wherein R a and R b are a substituted and an unsubstituted aryl group 
respectively, R e and R 1 are cyano groups, R c , R d , R h , and R g are hydrogen atoms, R f represents a 
substituted unsaturated alkyl group. It is further noted that an "unsaturated alkyl group" as 
claimed is being interpreted to include an alkenyl group. Tadashi et al. discloses the layers 
required by instant claims 3-5 (see '088 claims 6-8). 

18. Claims 1-9 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 29-31, 33, 35, 49-53 of copending 
Application No. 10/009,021 . Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the compounds set forth by '021 encompass 
compounds having a naphthyl group according to the instant claims. The above compound reads 
upon instant Formula A wherein R e and R 1 are cyano groups, R c , R d , R h , and R g are hydrogen 
atoms, R represents a substituted unsaturated alkyl group. It is further noted that an 
"unsaturated alkyl group" as claimed is being interpreted to include an alkenyl group. '021 
further claims the layers required by instant claims 3-5. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 
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Response to Arguments 

19. Applicant's arguments with respect to the claims have been considered but are moot in 
view of the new ground(s) of rejection. 

Conclusion 

20. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dawn Garrett whose telephone number is (571) 272-1523. The 
examiner can normally be reached Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached at (571) 272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Dawn Garrett 



Primary Examiner 
Art Unit 1774 



